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Opi ni on by Rogers, Adm nistrative Trademark Judge:
Physicians Practice, Inc. has filed an application to

regi ster the mark PRACTI CE MANAGEMENT PEARLS for services
identified as “conputer services, nanely, providing on-line
magazi nes rel ating to business, marketing, financial and
general practice managenent for physicians and nedi cal

personnel via a global conputer network,” in International

Class 42.' Applicant conplied with the exam ning attorney’s

! The application asserts a date of first use and first use of
the mark in commerce of Septenber 2000.
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requi renent for entry of a disclainer of “practice
managenent.” However, applicant has argued against the
exam ning attorney’s refusal of registration of the mark
under Section 2(d) of the Trademark Act, 15 U S. C.
81052(d), in view of the prior registration of certain
ot her marks.

Specifically, the exam ning attorney has refused
registration in view of the prior registration of the marks
in the following two registrations owned by Medi cal
| nf or mati on Managenent Systens, Inc.: PEARL ONLINE (with a
di sclaimer of “online”) for services identified as
“provi di ng physicians with professional information in the
field of patient nedical records via a web page on a gl obal
conputer network,” in International Cass 422 MEDI CAL
PEARLS (with a disclainer of “nedical”) for the same
services identified by the PEARL ONLINE mark, plus the
additional services of “leasing access to an on-line
conputer programfor use in the managenent of patient
medi cal records,” also in International Cass 42% Further,

the exam ning attorney has refused registration in view of

2 Registration No. 2,144,522, issued March 17, 1998, reciting a
date of first use and first use in conmerce as of January 1,
1997.

3 Regi stration No. 2,215,152, issued Decenber 29, 1998, reciting
dates of first use as of February 1997 and first use in conmerce
as of April 1997.
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the prior registration of PEARLS FOR YOUR PRACTI CE for
goods identified as “columm reprints and suppl enents to
magazines relating to the dental field,” in International
Cl ass 16, such registration owned by Pennwel | Publishing
Conpany?.

When the refusal was nade final, applicant appeal ed
and requested reconsideration. The appeal was suspended
pendi ng review of the request for reconsideration. After
t hat request was denied, the appeal was resuned. Both
applicant and the exam ning attorney have filed briefs.
Appl i cant did not request oral argunent.

Qur determ nation under Section 2(d) is based on an
anal ysis of all of the probative facts in evidence that are
relevant to the factors bearing on the likelihood of

confusion issue. See Inre Majestic Distilling Co., Inc.,

315 F. 3d 1311, 65 USPQ2d 1201 (Fed. CGr. 2003); Inre E. |

du Pont de Nenours and Co., 476 F.2d 1357, 177 USPQ 563

(CCPA 1973). Two key considerations are the marks and the

goods or services. Federated Foods, Inc. v. Fort Howard

Paper Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976) (“The
means of distribution and sale, although certainly

rel evant, are areas of peripheral inquiry. The fundanental

4 Regi stration No. 2,267,086, issued August 3, 1999, reciting a
date of first use and first use in conrerce as of February 1999.
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i nqui ry mandated by [Section] 2(d) goes to the cunul ative
effect of differences in the essential characteristics of
t he goods and differences in the marks.”).

We consider first the two registrations owned by
Medi cal | nformation Managenent Systens. As noted, these
cited registered marks are PEARL ONLI NE and MEDI CAL PEARLS
and applicant’s mark i s PRACTI CE MANAGEMENT PEARLS. Wil e
“online,” “nedical” and “practice nanagenent” all are
di scl ai red we nonet hel ess consider the marks in their

entireties. Inre Shell Gl Co., 992 F.2d 1204, 26 USPQQRd

1687, 1688-89 (Fed. Cr. 1993). Even so, the disclained
terms only result in marks that | ook and sound different
but nonet hel ess have very simlar comrercial inpressions.
In the absence of any information in the record
tending to indicate that the presence of PEARL(S) in the
mar ks woul d yield sone other connotation (e.g., that of a
cal cium carbonate deposit formed around a grain of sand in
an oyster, or nother-of-pearl) we consider each of the
marks to have a | audatory connotation. See, e.g.,
Webster’s Third New International Dictionary 1661 (1993)
(..3: one that is very choice or precious: the finest or
nobl est of its kind: a supreme rarity <enunciated this ~ of
wi sdom — J.C. Snaith> <l earned fromhimone tale which is a

~ of price — H J. Laski>). Mbdreover, given the
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descriptive, if not generic, nature of the disclained
terms, it is the connotation of each mark that is likely to
yield the nost lasting inpression for a prospective
consuner of applicant’s or registrant’s respective
services. In articulating reasons for reaching a
conclusion on the issue of |ikelihood of confusion, while
the marks are conpared in their entireties, including
descriptive or disclained portions thereof, “there is

not hing i nproper in stating that, for rational reasons,
nore or | ess weight has been given to a particular feature
of a mark, provided the ultimte conclusion rests on
consideration of the marks in their entireties.” Inre

National Data Corp., 732 F.2d 1056, 224 USPQ 749, 751 (Fed.

Cir. 1985).

We find that PEARL and PEARLS donmi nate the respective
mar ks, invest each mark with a very simlar connotation,
and will result in a likelihood of confusion if the marks
are used on or in connection with services that prospective
users will viewas likely to emanate fromthe sanme source.

See The Squirt Conpany v. Pola-Rona, Inc., 108 USPQ 333,

335 (CCPA 1956) (“In determning likelihood of confusion
bet ween marks on identical, or very simlar, goods, it is
proper to consider their appearance, sound and neani ng.

(citation omtted) However, a conbination of all three of
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these factors need not necessarily exist, and an opposition
to registration may be sustained if the marks are so
simlar in either appearance, sound or neaning as to be

|ikely to cause confusion.”); Inre Wite Swan Ltd., 8

USPQ2d 1534, 1535 (TTAB 1988) (“In appropriate cases, a
finding of simlarity as to any one factor (sight, sound or
meani ng) alone ‘may be sufficient to support a hol di ng that
the marks are confusingly simlar.’" (citations omtted)).
Turning, then, to the respective services, we begin by
noting the well-settled principle that we nust focus on the
identifications in the application and registrations.

Oct ocom Systens, Inc. v. Houston Conputers Services |Inc.,

918 F.2d 937, 16 USPQ2d 1783, 1787 (Fed. Cir. 1990) (“The
authority is legion that the question of registrability of
an applicant’s mark nust be decided on the basis of the
identification of goods set forth in the application
regardl ess of what the record may reveal as to the
particul ar nature of an applicant’s goods, the particul ar
channel s of trade or the class of purchasers to which the
sal es of goods are directed”).

Each of the marks PEARL ONLI NE and MEDI CAL PEARLS is
regi stered for the service of “providing physicians with
professional information in the field of patient nedical

records via a web page on a gl obal computer network.”
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Applicant’s services also involve providing physicians (and
others) with information via global conputer network. That
applicant’s information is presented in an “on-line
magazi ne” while registrant’s is presented “via a web page”
is not, in our view, a significant difference (nor does
applicant contend that it is).

Applicant argues, however, that registrant’s service
is to “provide access to nedical records” and that
applicant’s and registrant’s consuners “woul d obtain
busi ness advice from Applicant and copies of patient
medi cal records fromregistrant.” W disagree. Applicant
has m sread registrant’s identifications. Wile the
regi stration for MEDI CAL PEARLS covers, in part, “leasing
access to an on-line conputer programfor use in the
managenent of patient nedical records,” the registrations
for both MEDI CAL PEARLS and PEARL ONLI NE cover the service
of providing physicians with information in the field of
patient nedical records. This could very well include
i nformati on on managi ng, storing, and safeguardi ng such
records, by physicians in their own practices. W agree
wi th the exam ning attorney that such a service would be
enconpassed within applicant’s identification of services,
whi ch covers providing physicians with information on,

inter alia, “general practice nmanagenent.” W see no
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reason not to consider patient nedical records an aspect of
a physician’s practice that nust be nanaged.

In sum we find the mark PRACTI CE MANAGEMENT PEARLS
and the regi stered marks MEDI CAL PEARLS and PEARL ONLINE to
be very simlar in overall conmercial inpression and
applicant’s and registrant’s services to be very simlar,
if not overlapping. Under these circunstances, those
famliar with registrant’s marks and services, who
subsequent |y encounter applicant’s mark and services, wll
| i kely be confused as to source, sponsorship or affiliation
of the respective on-line offerings.?®

W now turn to the examning attorney’s refusal based
on the prior registration of the mark PEARLS FOR YOUR
PRACTICE. We find this mark even nore simlar to
applicant’s mark than are the other two registered marks
al ready di scussed herein, though we find the goods and
services for which this mark is registered less simlar to
applicant’s services.

PEARLS FOR YOUR PRACTI CE and PRACTI CE MANAGEMENT

PEARLS both are multi-word slogans that include the terns

> W are not persuaded that we shoul d reach a contrary concl usion
because of applicant’s claimthat its services are obtained by
subscription and its subscribers will know the web site they are
visiting. Applicant’s identification does not limt its services
to subscribers, and we nmust consider the identification to

i ncl ude posting of an on-line nmagazine that is available to al
who have connections to the Internet.
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PEARLS and PRACTICE. Thus, they are simlar in sound and
appear ance, notw thstanding that the position of the two
terms is reversed in each mark. More inportantly, the
connot ati ons of PEARLS FOR YOUR PRACTI CE and PRACTI CE
MANAGEMENT PEARLS are virtually identical, specifically
bringing to mnd the idea of “pearls of w sdoni or useful
ti ps on the managenent of a health care practice.

The goods and services with which these marks are
identified, however, are different. PEARLS FOR YOUR
PRACTICE is registered for “colum reprints and suppl enents
to magazines relating to the dental field,” in
International C ass 16. Thus, although registrant’s mark
is identified with supplenents to magazi nes and applicant’s
mark is identified with nagazines, they are different
insofar as registrant’s are “hard-copy” printed
publications and applicant’s are “electronic,” on-1line
publ i cation services. Nonetheless, it has been held that
posting of panphlets on an Internet site, by one with a
registration of a mark only for Cass 16 panphlets, “is a
natural extension of [the registration] in view of the new

technol ogy of the Internet.” Jews for Jesus v. Brodsky,

993 F. Supp. 282, 46 USPQ2d 1652, 1666 (D.N.J. 1998), aff’d
wi t hout published opinion, 159 F.3d 1351 (Table)(3'% Gr.

1998) .
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We consi der posting of colums and nagazi ne
suppl ements on the Internet or on a web page to be within
the scope of natural expansion of the activities (columm
reprints and nagazi ne suppl enents) of the owner of the mark

PEARLS FOR YOUR PRACTICE. As noted in Mason Engi neering &

Desi gning Corp. v. Mateson Chem cal Corp., 225 USPQ 956,

962 (TTAB 1985):

Under the doctrine of natural expansion, the
first user  of a mrk in connection wth
particul ar goods or services possesses superior
rights in the mark not only as agai nst subsequent
users of the sanme or simlar mark for the sane or
simlar goods or services, but also as against
subsequent users of the same or simlar mark for
any goods or services which purchasers m ght
reasonably expect to emanate from it in the
normal expansion of its business under the mark.
See: The May Departnment Stores Co. v. Prince, 200
USPQ 803 (TTAB 1978). This is so whether or not
the first user of the mark has actually expanded
its use of its mark, after the commencenent of
t he subsequent wuser's use, to goods or services
which are the sane as or closely related to those
of the subsequent user. See: Sheller-d obe Co. v.
Scott Paper Co., 204 USPQ 329 (TTAB 1979).

Further, we consider applicant’s services, as
identified, to enconpass providing on-line magazines to
dentists as well as physicians, insofar as the
identification reads “..providing on-line magazi nes relating

to business, marketing, financial and general practice

managenent for physicians and medi cal personnel via a

10
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gl obal conputer network” (enphasis added). This
identification does not Iimt the target class of consuners
to physicians, or physicians and nedi cal personnel enployed
by physicians. “Medical personnel” is a broad termthat we
read to include dentists. Conpare “physician 1. A person
| i censed to practice nedicine; nedical doctor.” and
“medi cine 1. The science of diagnosing, treating, or
preventing di sease and ot her danmage to the body or mnd..,”
on the one hand, and on the other, “dentist A person whose
profession is dentistry,” and “dentistry The di agnhosi s,
prevention and treatnent of diseases of the teeth and
related structures, including the repair or replacenent of
defective teeth.” The Anmerican Heritage Dictionary of the
Engl i sh Language 353, 815, and 989 (New Col | ege Ed. 1976).
In sum we find PEARLS FOR YOUR PRACTI CE and PRACTI CE
MANAGEMENT PEARLS to be very simlar marks and find the
goods and services identified by the respective marks to be
sufficiently related so that there is a |likelihood of
confusion. |f there were any doubt about this conclusion,
we woul d, of course, resolve that doubt in favor of the
owner of the registration of PEARLS FOR YOUR PRACTI CE. See

Century 21 Real Estate Corp. v. Century Life of Anerica,

970 F.2d 874, 23 USPRd 1698, 1701 (Fed. Cir. 1992).

11
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Deci sion: The refusal of registration under Section
2(d) of the Lanham Act is affirnmed as to each of the cited

regi strations.
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